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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including 
the fee set forth in 37 CFR 1.17(e), was filed in this application 
after final rejection. Since this application is eligible for 
5 continued examination under 37 CFR 1.114, and the fee set forth in 37 
CFR 1.17(e) has been timely paid, the finality of the previous Office 
action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 4/17/06 has been entered. 

An amendment of 4/17/06 amended the specification, canceled 
10 claims 1-196 and 198, and amended claims 197, 203 and 208. 

A preliminary amendment of 4/27/06 amended claims 197, 203 and 

208. 

Claims examined on the merits are 197, 199, 200 and 202-214. 
The text of those sections of Title 35, U.S. Code not included in 
15 this action can be found in a prior Office action. 

Specification 

The disclosure is objected to because of the following 
informalities: the specification at page 32, line 22, and other places 
refers to magnetic receptacles 511. However, Figure 5 does not 
20 contain "511" as a label designating magnetic receptacles. 

Response to Arguments 
An amendment of 4/17/06 states (first paragraph, page 8) that a 
corrected sheet has been submitted containing Figure 5 where magnetic 
receptacles "511" has been added to the figure. However, a corrected 
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sheet of drawing was not attached to the amendment, and the corrected 
sheet has not been received. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 

5 112: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and use the same and shall set forth the 
10 best mode contemplated by the inventor of carrying out his invention. 

Claims 197, 199, 200 and 202-214 are rejected under 35 
U.S.C. 112, first paragraph, as failing to comply with the written 
15 description requirement. The claim (s) contains subject matter which 
was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor (s), at the 
time the application was filed, had possession of the claimed 
invention. 

20 Support is not found in the specification for "magnetic 

receptacles is situated in, on or associated with said substrate" as 

required bridging lines 6 and 7 of claim 197. 

The sections of the specification applicants cite as providing 

support have been reviewed. However, the sections do not recite the 
25 alternatives "in, on or associated with", and adequate support is not 

found for these alternative of how the magnetic receptacles are 

situated with the substrate. 
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Claim Rejections - 35 USC §112 

Claims 197, 199, 200 and 202-214 are rejected under 35 
U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which 
5 applicant regards as the invention. 

In claim 197 (line 6) , the meaning and scope is uncertain of 
"associated with' 7 in regard to how the magnetic receptacles are 
situated in relation to the substrate. Being associated with is 
relative and subjective, and it would be uncertain when receptacles 
10 are associated with and not associated with the substrate. This also 
applies to "cells are associated with magnetic material" (bridging 
lines 8 and 9) . 

Claim 197 (line 5, and bridging lines 9 and 10) is confusing by 
requiring cells within the magnetic receptacles' 7 since structure of 
15 the magnetic receptacles has not been set forth that will allow cells 
to be immobilized "within" the magnetic receptacles. This also 
applies any other claims requiring cells in the receptacles: 

Claim 2 03 and claims dependent thereon are confusing and unclear 
as to structure that is a cell isolation device and how the device is 
20 mated with the substrate to isolate cells. Insufficient structure of 
the cell isolation device and how it is mated to the substrate has 
been provided in the claims to enable one to know structure of a cell 
isolation device used according to the claims. 

In line 2 of claim 203, "matching periodicity" is uncertain as to 
25. meaning and scope. Having matching periodicity is relative and 
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subjective, and it is uncertain as to how one would know when 
periodicity exists, and is matching and not matching. 

In line 1 of claim 204, requiring wells of the cell isolation 
device is confusing since the device has not been previously required 
5 to have wells. Additionally, it is uncertain how the wells function 
for cell isolation in relation to the magnetic receptacles. 

Claim 207 is unclear as to structure of the cell separation 
device that allows separation of the device from the substrate while 
cells remain in the cell isolation device. 
10 Claim 208 is unclear as to structure of a cell isolation device 

that enables it to be mated to the receptacles and function in 
relation to centrifugal force as claimed. 

. Claim 214 is unclear as to material that is a highly permeable 
magnetic material. How one would know when a material is highly 
15 permeable and not highly permeable is uncertain. Being "highly" is 
relative and subjective. 

Response to Arguments 

The amendment to claim 2 03 requiring the cell isolation device to 
have matching periodicity with the receptacles, and the cell isolation 
20 device to isolate cells in one receptacle from cells in other 

receptacles does not define structure of the cell isolation device and 
how it is mated to the substrate so one will know structure of a 
device within and not within the scope of the claim that functions for 
cell isolation. Furthermore, it is uncertain as to the relationship 
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between the cell isolation device and the receptacles defined by 
"matching periodicity". 

Additionally, the amendments to claim 208 do not make clear 
structure of the cell isolation device and how it is mated to the 
5 magnetic receptacles such that cells can be transferred by centrifugal 
force as claimed. 

Since the claims are drawn to a device, sufficient structure and 
relationship of structural components must be defined to enable one to 
know structure used within the scope of the claims, not within the 
10 scope of the claims. 

While claim amendments have overcome some indef initeness, the 
claims are still indefinite for reasons set forth above. 

Claim Rejections - 35 USC § 103 
Claims 197, 199, 200, 202-204 and 207-214 are rejected under 35 
15 U.S.C. 103(a) as being unpatentable over Ekenberg et al (5,567,326) in 
view of Dolan et al (6,136,182) and Liberti et al (6,013,532), and if 
necessary in further view of Zborowski et al (5,968,82 0) for reasons 
in the previous office action of 11/15/05 and for reasons herein. 
The claims are drawn to a device for arraying a plurality of 
20 cells into descrete and predetermined locations for further 

experimentation. The device comprises a substrate having a plurality 
of magnetic receptacles, wherein each of the receptacles have a 
localized magnetic field gradient localized to immobilize about one to 
about five cells within each of the magnetic receptacles situated in, 
25 on or associated with the substrate in a predetermined location 
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discrete from other of the plurality of magnetic receptacles, and the 
cells are associated with magnetic material at the time the cells are 
immobilized within the plurality of magnetic receptacles, and the 
magnetic receptacles are disposed in a two-dimensional array on the 
5 substrate. 

Ekenberg et al disclose an apparatus for separating magnetically 
responsive particles. The apparatus contains an array of containers 
such as a multi-well plate, a plurality of magnetically responsive 
pins in a pin plate that form a pin array, and a planar magnet pack 
10 above the pin plate. The pins are inserted in the wells, and are 

caused by the magnet pack to create a magnetic field that separates 
cells in a medium in the wells due to magnetically responsive 
particles attached to the cells (col 7, lines 8-27 and col 8, lines 1- 
40) . 

15 Dolan et al disclose a magnetic device for examination and 

manipulation of cells having magnets configured to provide a 
vertically-directed gradient so that magnetically- labeled cells are 
collected on an interior surface of a vessel in an ordered array. For 
example, see col 6, line 30 to col 7, line 40. 

20 Liberti et al disclose magnetic immobilization and manipulation 

of cells. A fluid medium is placed in a vessel having a ferromagnetic 
capture structure including an elongated linear collection surface. 
The vessel is placed into a magnetic field for inducing a magnetic 
gradient in a region along the collection surface. Magnetically- 

25 labeled cells are attracted toward the collection surface and 
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immobilized thereon in a linear array. For example, see the abstract 
and cols 5, 6 and 7. 

It would have been an obvious to modify the apparatus of Ekenberg 
et al by replacing the pins with magnets below each well of the multi- 
5 well plate so that cells labeled with magnetically responsive 

particles are drawn to and immobilized on the bottom surface of each 
well as suggested by Dolan et al using magnets configured to provide a 
vertically-directed gradient so that magnetically-labeled cells are 
collected on an interior surface of a vessel in an ordered array, and 

10 Liberti et al placing a vessel into a magnetic field for inducing a 
magnetic gradient in a region along a collection surface where 
magnetically-labeled cells are attracted toward the collection surface 
and immobilized thereon in a linear array. One would have been 
motivated to make this modification to provide immobilized cells in a 

15 condition to be observed and further analyzed as in Dolan et al and 
Liberti et al . The wells of the apparatus of Ekenberg et al are 
micro-wells inherently capable of immobilizing one to five cells. The 
conditions of dependent claims would have been matters of obvious 
choice depending merely on individual preference in view of the 

20 disclosures of the references. The wells of the apparatus of Ekenberg 
et al can be considered wells of an isolation device as required by 
claim 204. Providing micro holes in the bottom and wall of the wells 
would have been obvious for fluid flow. The wells will be inherently 
moved when the apparatus of Ekenberg et al is moved as in claim 207. 

2 5 The wells of the apparatus of Ekenberg et al are inherently capable of 
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cells being transferred by centrifugal force as in claim 208. 
Zborowski et al further disclose magnetic separation of cells, and if 
needed, would have further suggested conditions that can be used. 

Response to Arguments 
5 Applicants urge that the references fail to suggest the 

limitation of a magnetic field gradient localized to immobilize "one 
to about five cells'' in a discrete and predetermined location of the 
magnetic receptacle. However, the multi-well plate of Ekenberg et al 
contains micro wells that are sufficiently small to immobilize only 
10 one to about five cells. When each well holds only one to about five 
cells, the magnetic field will inherently be localized to immobilize 
one to about five cells when magnets are placed below the micro-wells 
as set forth above. « Each micro-well contained by the plate of 
Ekenbery et al is at a discrete and predetermined location. 
15 Conclusion 

Claims 205 and 206 are free of the prior art. 
Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to David M. Naff 
whose telephone number is 571-272-0920. The examiner can normally be 
2 0 reached on Monday- Friday 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Mike Wityshyn can be reached on 571-272- 
0926. The fax phone number for the organization where this 
application or proceeding is assigned* is 571-273-8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for 
5 unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http ^/pair- 
direct .uspto .gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free) . , 
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